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TsHORTENED STATUTORY PERIOD FOR REPLY ,S SET TO EXP.RE 3 MONTH(S, FROM 

' earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on POAuqust 1999 . 
2a^n This action is FINAL 2b)IEI This action is non-final. 

Disposition of Claims 

4) 13 Claim(s) M8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) E1 Claim(s) M8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claims are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. 

11) D The proposed drawing correction filed on is: a)^ approved b)^ disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C.§ 119 s m 

13) 0 Acknowledgment is made of a daim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)n Some*c)n None of. 

1 □ Certified copies of the priority documents have been received. 

2 □ certified copies of the priority documents have been received in Application No ■ 

3 0 copies of the certified copies of the priority — tsj^a^^^^^^^^^ received in this National Stage 
aoDlication from the International Bureau PCT Rule 17.2(a)) 

. see the attacherdSiled Office action for a list of the certified copies not received. 

1 4) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 



Attachment{s) 

15) El Notice of References Cited (PTO-892) 

16) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 

17) ^ Information Disclosure Statement(s) {PT0.1449) Paper No(s) 2 . 



18) □ Interview Summary (PTO-413) Paper No(s). 

19) □ Notice of Informal Patent Application {PTO-1 52) 

20) 0 Other: 
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Applicants should note that the claims as presented were 
numbered incorrectly. There are two claim No. 11' s and as such, 
the second claim 11 has been renumbered as 12. Claims 12-17 as 
originally presented have now been renumbered to be claims 13-18. 

Claims 1-18 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point ■ 
out and distinctly claim the subject, matter which applicants 
regard as the invention. 

Applicants' claims are indefinite in that, the recitation of 
"the hydrolysis product of an epoxy functional alkoxysilane" and 
"unhydrolyzed epoxy ' functional alkoxysilane" are seen to be 
overlapping in scope. It should be understood that the notion of 
hydrolysis is not one of being either hydrolyzed or unhydrolyzed 
but rather a degree dependent limitation. This is to say that 
partially hydrolyzed epoxy functional akoxysilanes are routinely 
incorporated in such compositions and commercially available. It 
is seen that a partially hydrolyzed resin would both read on the 
unhydrolyzed compound as well as the hydrolyzed compound. As 
'such, the claims remain indefinite. 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not 
iT^l^ fit?^?^!t?he^riffSnces KLlS' th^ sS.ect 
illtll sSight'to ie patented and the prior art are such that 
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the subiect matter as a whole would have been obvious at the 
t?L thr?nvention was made to a P--" ^^^^ 
skill in the art to which said subject matter pertains. 
PatentaSility shall not be negatived by the manner m which 

the invention was made. 

Claims 1-18 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Funaki et al . , U.S. Patent 4,642,256. 

The Funaki patent teaches coating compositions which 
incorporate partial hydrolyzates of eppoxy containing organic 
silane compounds. See component (A). This is seen to read on 
applicants' instantly claimed hydrolyzed compound as well as 
unhydrolyzed compound. 

The curing agents are shown at column 8 lines 12+. 
The surface active agents are shown at column 9 lines 15+. 
The instantly claimed ethylenically unsaturated monomers are 
shown extensively at column 12 lines 63+. The Examiner maintains 
that it would be p^ima facie obvious to formulate applicants' 
instantly claimed composition from this disclosure since each of 
applicants' ingredients is shown and suggested to be utilized in 
combination. 

Claims 1-18 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Morrison, U.S. Patent 5,314,980 or Tarshiani et 
al., U.S. Patent 5,385,955 taken in view of Perkins et al . , U.S. 

Patent 5,221,560. 

The Morrison and Tarshiani et al . patents are cited as 
showing epoxysilane coating compositions which have incorporated 
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therein applicants' instantly claimed surfactants and curing 
agents. The notion of combining the hydrolyzed compound with the 
unhydrolyzed compound is seen to be rendered priiM.!^ obvious 
by the disclosure of the partial hydrolysis products as well as 
the "and/or" language utilized in describing the incorporation of 
these ingredients. See specifically Tarshiani et al . at columns 
3 and 4 as well as Morrison at column 3 lines 60.. These patents 
are seen to show each of the claimed ingredients but for the 
ethylenically unsaturated monomer as instantly claimed. The 
Perkins et al . patent also shows epoxysilane coating compositions 
which have incorporated therein the instantly claimed curing 
agents as well. This patent is specific as to the desirability 
of the incorporation of monof unctional monomers. See the 
Abstract as identified as (e) . The Examiner maintains that it 
would be prima^acie obvious to incorporate the monof unctional 
monomers into the compositions of Morrison and Tarshiani et al . 
given the art recognized function of these compounds and the 
attendant function associated therewith. 

Any inquiry concerning this ^^^^^S^^f ^JJ^^^efto'^eter D. 
communications from the examiner should be directed to ^.^^^ 

■fai^S?malfy^be^?^lSrd%r?Ssda? S^^l^' ^^o. 7:30 ..M. 



to 6:00 P.M. 
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The fax telephone number for this group is (703) 305-3599. 

Any inquiry of general nature or relating to the status of 
this application shoSld be directed to the Group receptionist 
whose telephone number is (703) 308-2351. 



P. Mulcahyrcdc 
June 26, 2001 




PETER O.MULCAHY 
PRIMARY EXAMINER 
GROUP 1500 



